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PETITION FOR WIT HDRAWAL OF HOLDING ABANDONMENT 
FILED UNDER 37 ft F R frl i«H 



Applicant petitions that the abandonment set forth in the notice mailed by the office on 
P_ icember 23. 20Q5 be withdrawn. 
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Sijbmitted herewith is: 

A copy of the page of the response mailed 
Mailing executed on . 



showing a Certificate of 



A copy of the post card identifying the papers filed and showing the USPTO 

receipt stamp dated . 

A copy of the complete response previously filed. 

A copy of the attorney's Deposit Account Statement in which the item 

corresponding to the response referred to above is checked. 

A statement of facts as set forth in the 37 CFR 1.181 (b). 

D eclaration of Michael J. D'Aurelin in Su pport of the Petition for WifhrWai nf 

Abandonment filed unde r 37 CFR 31 ift-lf a) 
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lease proceed with further examination of this application on the basis of: 

The original papers filed, which have now reached the appropriate area of the 
PTO; 

The attached copy of the papers originally filed, and/or; 
Other . 



any time during the pendency of this application, please charge any fees required or 
over payment to Deposit Account 08-2025 pursuant to 37 CFR 1.25. Additionally, 
large any fees to Deposit Account 08-2025 under 37 CFR 1 . 1 6 through 1.21 inclusive, 
Mher sections in Title 37 of Code of Federal Regulations that may regulate fees. 



Respectfully submitted, 




977 



, KAYDEN, HORSTEMEYER & RJSLEY, LLP. 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Confirmation: 4080 



Art Unit: 2162 
Examiner: Corrielus, J. 
Docket No.: 10010979-1 



1 , I am a registered before the US Patent and Trademark Office ("USPTO") 
egistration number 40,977 and I am an attorney of record responsible for the 
pitosec ution bf United States Patent Application 09/938,465. 



On April 21, 2005, Examiner Jean M. Corrielus of the USPTO issued a 
ffice Action in Application Number 09/938,465. This Final Office Action noted 
ims 1-23 were pending in the application; claims 22 and 23 were allowed; 
1-3, 5-10, 12-17, and 19-21 stood rejected; and claims 4, 11, and 18 were 
d to as being dependent upon a rejected base claim, but would be allowable if 
in independent form including all of the limitations of the base claim and any 
ling claims. 



On May 25, 2005, within 2 months of the mailing date of the Final Office 
I drafted and filed a Response to the Final Office Action in which the subject 
rf claims 4, 11, and 18 was incorporated into independent claims 1, 8, and 15, 
placing claims 1-21 in condition for allowance based upon the objection stated 
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new 



ijentit m 



had 



Dwar oe 



miner Corrielus to claims 4, 1 1, and 18. This Response put the Application in 
j>nditpn for allowance and did not introduce any new issues. 

On June 13, 2005, Examiner Corrielus issued an Advisory Action in reply 
Applicants Response of May 25, 2005, The Advisory Action stated that "the 

ed amendments filed after the final r but prior to the date of filing a brief, will not 
ired because they are not deemed to place the application in better form for 
by materially reducing or simplffying the issues for appeal." In addition, the 
iviscry Action stated "NOTE: The amended claims fails to disclose the applicant 
r entibn. The amendment to the claims does place the application in condition for 
)wahce. w 



The Advisory Action was incorrect in its reasoning for not entering the 
ajnencfnents since the amendments presented in the Response of May 25 ( 2005 

placed the application in condition for allowance based upon the Final Office 
This checked statement also contradicted the NOTE that stated that the 
placed the application in condition for allowance. It was not clear to me 
ethdr the statement that "The amended claims fails to disclose the applicant 
inj/enti- >n w was a new ground of rejection, which is improper in an Advisory Action. 



To resolve the confusion, I called Examiner Corrielus within a few days 
receiving the Advisory Action to ask him about it. I stated at the time that if there 

ground of rejection, it was improper to present it in an Advisory Action and 
r ew Office Action should have been issued. Also, I inquired as to precisely 
meant by the sentence: "The amended claims fails to disclose the applicant 



lenc nent 



was 



Examiner Corrielus indicated he would review the Response of May 25 th 
misread it and did not realize that ft placed the case in condition for 
. He said he would issue a Notice of Allowance in due course. 
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8. On August 22, 2005, 1 had not received any subsequent action from the 
U|fePT< ) regarding this Application. Concerned that we were running out of time to 
fcrwan i another Response to the Office Action if necessary, I once again called 
E <ami ler Corrielus to determine the status of the case. He indicated that he had 
re oper ed prosecution in the case and had sent out a new Office Action which we 
wlbuld kceive in due course. I informed our client, Hewlett-Packard Company that the 
n|w Office Action was forthcoming. Consequently, in reliance upon the statements by 
E camii ter Corrielus, we resolved to take no further action in the case and waited to 
rqbeiv4 the new Office Action. 
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3. On December 23 rd , Examiner Corrielus issued a Notice of Abandonment 
thelPatent Application. The Notice stated that the application was abandoned in 
"Applicant's failure to timely file a proper reply to the Office Letter mailed on 
, 2005" and that "No reply has been received". This notice was issued despite 
ements by Examiner Corrielus that a new Office Action was being issued in the 



1 0. On January 1 8, 2006, 1 called Examiner Corrielus to find out why the 
Notice Df Abandonment had been issued instead of a new Office Action as per our 
prpviot s conversations. He indicated that he remembered our previous conversations 
arid the t he had intended to issue a new Office Action and expressed some surprise 
thjrt a I lo'tice of Abandonment had been sent in this case. He stated that it appeared 
hd mat e a mistake in issuing the Notice of Abandonment and requested that I file a 
Pdlitior to Withdraw the Holding of Abandonment so that he could issue a new Office 
Aq tion n the case. 
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ard 



I hereby declare that all statements made herein are of our own knowledge are 
that at! statements arc made on information and belief and are believed to be 
id further, that these statements were made with the knowledge that willful false 
ferr ents and the like so made are punishable by fine or imprisonment, or both, under 
ioi 1 1001 of Title 18 of the United States Code, and that such willful false statements 
nrfay je Dpardize the validity of the application or any patent issued thereon. 



tne 
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s 




chad J. DTWrelio 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



; application of: 
John R. Milton 



Application Number 09/938,465 

Fling qate: 8/23/2001 

Ti[le: $YSTEM AND METHOD FOR 
TRACKING PLACEMENT AND 
USAGE OF CONTENT IN A 
PUBLICATION 



STATEMENT OF FACTS ACCOMPANYING PETITION FOR WITHDRAWAL OF 
ABANDONMENT FILED UNDER 37 C.F.R. §1.1 81 (a) 

On April 21, 2005, Examiner Jean M. Corrielus of the USPTO issued a Final 
\ction in Application Number 09/938,465. This Final Office Action noted that 
1-23 were pending in the application; claims 22 and 23 were allowed; claims 1- 
, 12-17, and 19-21 stood rejected; and claims 4, 1 1, and 18 were objected to as 
ependent upon a rejected base claim, but would be allowable if rewritten in 
lepefident form including all of the limitations of the base claim and any intervening 
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Confirmation: 4080 

Art Unit: 2162 
Examiner: Corrielus, J. 
Docket No.: 10010979-1 



Exa niner < 



n response to the Final Office Action, on May 25, 2005, within 2 months of the 
date of the Final Office Action, a Response was filed in which the subject 
mfetterlof claims 4, 11, and 18 was incorporated into independent claims 1, 8, and 15, 
placing claims 1-21 in condition for allowance based upon the objection stated 
Corrielus to claims 4, 1 1 , and 18. This Response put the Application in 
nditi >n for allowance and did not introduce any new issues. 

Dn June 13, 2005, Examiner Corrielus issued an Advisory Action in reply to 
nts Response of May 25, 2005. The Advisory Action stated that "the proposed 
-nents filed after the final, but prior to the date of filing a brief, will not be entered 

they are not deemed to place the application in better form for appeal by 
lly reducing or simplifying the issues for appeal." In addition, the Advisory 
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stated "NOTE: The amended claims fails to disclose the applicant invention. 

to the claims does place the application in condition for allowance/' 
The Advisory Action was incorrect in its reasoning for not entering the 

since the amendments presented in the Response of May 25, 2005 
placed the application in condition for allowance based upon the Final Office 
This checked statement also contradicted the NOTE that stated that the 
aifoendjrient placed the application in condition for allowance. It was not clear to me 
wlethdr the statement that "The amended claims fails to disclose the applicant 
infrentifcn" was a new ground of rejection, which is improper in an Advisory Action, 
o resolve the confusion, I called Examiner Corrielus within a few days after 
eiviflig the Advisory Action to ask him about it. I stated at the time that rf there was 
jround of rejection, it was improper to present it in an Advisory Action and that 
Office Action should have been issued. Also, I inquired as to precisely what 
mi iant by the sentence: "The amended claims fails to disclose the applicant 
indention," 
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Examiner Corrielus indicated he would review the Response of May 25 th as he 
mi: iread it and did not realize that it placed the case in condition for allowance. He 
he would Issue a Notice of Allowance in due course. 

)n August 22, 2005, 1 had not received any subsequent action from the USPTO 
lg this Application. Concerned that we were running out of time to forward 
Response to the Office Action if necessary, I once again called Examiner 
to determine the status of the case. He indicated that he had reopened 
prf>secition in the case and had sent out a new Office Action which we would receive 
i ourse. I informed our client, Hewlett-Packard Company that the new Office 
was forthcoming. Consequently, in reliance upon the statements by Examiner 
rriek s, we resolved to take no further action in the case and waited to receive the 
nejto Office Action, 

December 23 rd , Examiner Corrielus issued a Notice of Abandonment for the 
Application. The Notice stated that the application was abandoned in view of 
plicjnfs failure to timely file a proper reply to the Office Letter mailed on April 18, 
that "No reply has been received". This notice was issued despite the 



and 
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ants by Examiner Corrielus that a new Office Action was being issued in the 



3n January 18, 2006, 1 called Examiner Corrielus to find out why the Notice of 
had been issued instead of a new Office Action as per our previous 
conversations. He indicated that he remembered our previous conversations and that 
intended to issue a new Office Action and expressed some surprise that a 
:>f Abandonment had been sent in this case. He stated that it appeared he 
mistake in issuing the Notice of Abandonment and requested that I file a 
to Withdraw the Holding of Abandonment so that he could issue a new Office 
n the case. 

hus, the Notice of Abandonment should be withdrawn as this case was never 
ned. Specifically, the Response to the Final Office Action filed on May 25, 
the Application in condition for allowance and was fully responsive to the 
ectichs in the Final Office Action without introducing new issues for search. In this 
re£pec|, the Ad visory Action was improperly issued and the contention that the 

ie filed on May 25, 2005 could not be entered is without merit. In addition, 
Afjjplic^its took no further action in the case in reliance upon the statements of 

Corrielus over the telephone that a new Office Action would be issued in the 
it was clear that the Advisory Action was erroneously issued. Given that (1 ) 
Aflplic^its had filed a proper Response after a Final Office Action placing the case in 
n for allowance, (2) the Advisory Action was improperly issued in the case and 
Response should have been entered, and (3) the fact that Applicants relied 
press statements that a new Office Action would issue in the case, Applicants 
the application was never abandoned and that the Holding of Abandonment 
w£js improperly issued. Accordingly, Applicants assert that the holding of 
At andc nment should be withdrawn and prosecution reopened in the application. 
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n support of the facts alleged herein, a Declaration of Michael J. D'Aurelio in 
Sibpot : of the Petition for Withdrawal of Abandonment accompanies this Statement of 
Facts alleging the pertinent facts discussed herein. 
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Respectfully submi 




Michael J. D'AjJfelio 
Reg. No. 40,977 




Tr oma 5, Kayden, Horstemeyer & Risley, L.L.P. 

10j0 Gajleria Parkway, N.W., Suite 1750 
Georgia 30339-5948 
(770) 933-9500 
(770) 951-0933 



Atanta 
Pr one: 
Fax: 
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